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REMARKS 

Entry of the foregoing, reexamination and further and favorable 
reconsideration of the.bject application ^ W of the fo„ov.n g remaps „ t 
to and consistent with 3t| C.F.R. §112. are respectfully requested 



Status 

Applicants' Request 
and Applicants* submission 
Action mailed September 

As is correctly 
are pending. Claims 5-7, 
consideration. Claims 1-4 



for Continued Examination fRCE") has been granted 

dated|Ju. y 15, 2003, has been entered. See Official 
29, 2003, Page 2. 

in tfce Office Action Summary, Claims 1-18 and 20-92 
■», 44^6, 49. and 91 have been withdrawn from 
8-18, 2p.29, 31^ 3) 47 , 48> ^ ^ ^ ^ ^ 



reflected 



Summary of Amendment > 



By the foregoing 
amended to correct minor 
may be found at least in the 
matter has been added 

Also by the foregoing 
without prejudice or 
applications directed to the 



disclairr er 



amendments, 



■ Claims 12. 14, 27, 33, 34, and 38 were 
typographical errors. Support for these amendments 
original corresponding claims. Accordingly, no new 



amendments, Claims 51-92 have been cancelled 
to Applicants filing one or more continuing 
sjubject matter previously presented therein. 



il i 866ft0092fr 'ON/K : 0l -IS/O^Ot'W.W "9 (flHl) 



Z9- ( |:(5Mim4 NOUVUna « l>ZK49CSrtO/:(D83 • t€90S/z:SHia * fiZI6-dll)Uat)ldSn • [aufli mBn^a unisex my 60:9CV ^ mz/fZ/i IV * 39Vd 



Attorney's Docket Mo. 016800=445 
Application No."09^8l]686 
Page 19 



Personal Interview Cpjjiducted Vnrrh ?*> 



,2004 



Applicants wish to thank Examiner Wells and Supe 



the courtesies extended 



rvisorPadmanabhanfor 



to the undersigned and Mr. Brian P. O'Shaughnessy 
(Relation No. 32,747) during the personal inters Cnter^ m&d 

and possible claim amendments were discussed, as indicated 
Summary sheet 



Rejection Under 3 fi u.S C 6 119 ^ ■ * 



on the Interview 



ii s c mS j^*' 3^-43. 47-48, 50-90, and 92 were rejected under 35 

p^.„. Th.rei^ni^p^^ 
No, to a«, ul esce in the Examine* rejection, but sole* to fedKate 
Pmsecutton. Calms 50 and 73 „ aye been ^ an(( C(a|ms ^ ^ ^ ^ 

been amended maintote ccnsistency ,„ formatting ^ the Maftush ^ 
Applicant ^ mis rendera mopnh9 rejectbns ^ ^ ^ ^ ^ ^ ^ 

the Official Action mailed September 29, 2003. 

Similar*, no. ,o ac„esce in the Examine* reject, butsoleVfofotflttafo 

Pege 3 of the Official Action mailed September 29, 2003, 

Wh regard fo the ^Mcfcn. setform in par. (iil, on Pa 9 e 3 of the Officte, 
Acfion malted September ^ 2003 , have ^ ^ 
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typographical error and, therefore, to recite "0.1% - 1 0 %,» as set forth on Page 14, 
Paragraph 0080 of the Specification.: Applicants believe this renders moot the 
foregoing rejections. 

Again, not to acquiesce in the Examiner's rejection, but solely to facilitate 
! were ;cancelted and Claim 34 was amended to specify 
that the O/W emulsion contained i n Claim 31 further comprises at least one pro- 
penetrating agent. Applicants believe this renders moot the rejections set forth in 
part (iv) on Page 3 of the ^cialAction mailed September 29, 2003. 

t to the rejection set forth in part (v) on Page 3 of the 
Official Action mailed September^, 2003, Applicants respectfully traverse this 
rejection and request withdrawal thereof . Applicants respectfully direc t the 
Examiner's attention to Page 14, Paragraph 0082, of the Specification, where 
specific cellulose derivative are set forth. 

In view of the foregoing, Applicants respectfully request withdrawal of the 35 
U.S.C. § 112, Second Pamgraph, indefinrteness rejections to remaining Claims 1-4, 
8-18, 20-29, 31-43, 47-48, and 50! 



Rejection Under 35 u.s rr 



Claims 1-4, 8-10, 15 
were rejected under 35 U.S 
Patent Application 0 268 16|4 
Handbook of Cosmetic Science 
mailed September 29, 2003 



1.103(a) - Lochhead in vw of the Hanrfh^u 



18, 20-29, 40-43, 47^8, 50-57, 62-75, 85-90, and 92 
C § 103(a) as purportedly obvious over European 
to Lochhead etaf. ("Lochhead-) in view of the 

and Technology ("Handbook"). See Official Action 
Pages 4-6. This rejection is respectfully traversed. 
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To establish a pn'm fecfe case of obviousness, three basic criteria must be 
met (1, mere must be some suggestion or motivation to modify the reference or to 
combine reference teachings, (2) ^ must ^ a exp6ctatien ^ 

success, and (3) the prior art reference(s) must tea* or suggest ell of the Cairn 
limrtatJons. See M.P.E.Pl § 2142. Applicants respacMy assert that even if one 
were motivated to combine Lochhead with the Handbook, a notion Applicants do no 
concede, such a combine ton would riot establish e prime fecfe case of obviousness 
of Ihe rejected claims because the cited publfcafions do no, disdose or suggest all of 
the claim limitations. 

Specifically, independent Claims 1, 41, [49,] and 50 specify that the 
biologically active agent (A) is in micronized partiouiate state and is non-solubilized 
in said emulsion, wherein It teas ,j80%, numerically, of said micronized particles 
have diameters ranging frcL 1 to 10 pm, and at least 50%. also numerically, of said 
micronized particles have diameters of less than 5 pm. The size of the particles 
disclosed in Lochhead is d rected to the size of the dispersed phase (oil, of me 
emulsion, whereas in Applicant invention, the sfce of the particles is directed to the 
micronized and non-solubil zed biologically active agent particles independent* of 
the size of the oily droplets of the emulsion. The Handbook does not cure the 
deficiencies of Lochhead, as this, too, does no, refer to Applicants' micronized, non- 
solubillzed biologically actrja agent particles, but to the emulsion particle size. 

Because the combination of Lochhead and the Handbook fails to disclose or 
suggest a, least the sfee of jhe micronized, non-solubifeed biologically active agent 
particles of Applicants' inversion, Applicants submit a prima facie case of 
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obviousness has not, and cannot, be made out. Accordingly, Applicants 
request withdrawal of ft* 35 U.S.C. § 103(a) rejection of 



15-18, 20-29, 40-43, 47J48, and 50. 



Rejection 1 Jnrter ?S U.j.c. tj in* H _ , „ rhhr d 



respectfully 



remaining Claims 1-4, 8-10, 



Further View of Pjsson 



inVigwoffte Handhnni, ■» 



§ 103(a) rejection of Claim 



Handbook in further view of Pisson 



R&iection Under 35 II -ft r 



Further Vi py/ Of PiaRnn in 

Claims 13-14 and 
obvious over Lochhead in 
in view of U.S. Patent No. 5 
mailed September 29, 2003, 



Claims 1 1-12. 37-39. 58-59, ahd 82-84 were rejected under 35 U.S.C. 
§ 103(a) as purportedly cvious pver Lochhead in view of the Handbook in further 

882,633 to Pisson era/. C'Pisson"). See Official Action 
ma, ' led S ° Pt ° mb * r2 *> »«* 7-B. This rejection is res PectfuIr/ 

As explained above, Applicants maintain that the combination of Lochhead 
and the Handbook fai. to staolisfr a P rime fecie case of obviousness against any of 
the pending claims. PissoL does not cure the deficiencies of Lochhead and the 
Handbook. Accordingly, ^p.icants respectfully request w*hdrawal of the 35 U.S.C. 

A 1 1-12 and 37-39 over Lochhead in view of the 



.§ 103(a) - Lochhead in Vi^u, pf the Hinrlh, >ok 
Further Vie w ef Kap jan 



in 



60-61 



view 



were reacted under 35 U.S.C. § 103(a) as allegedly 
of the Handbook in further view of Pisson and further 
916,543 to Kaplan etaf. ("Kaplan"). See Official Action 
Page 8. This rejection is respectfully traversed. 
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As explained abqve, Applicants maintain that the combination of Lochhead 
and the Handbook fail tp establish a; prima f acie ^ of obv|ousness ^ ^ ^ 
the pending claims. As p Pisson, Kaplan does not cure ft. deficiencies of 
Lochhead and the Handbook. Accordingly, Appiicants respectful,, request 

C. § 103(a) rejection of Claims 13-14 over Lochhead 
iirther view'of Pisson and Kaplan. 



withdrawal of the 35 U.S 
view of the Handbook in 



Rejection Under 3.5 li s 



in 



C. § I03fa) - 1 f> r hhead in Vittt „ ^ r Hr|mt| ^ 



in 



Further View of Kim 

Claims 31-36 and | 6 -81 were rejected under 35 U.S.C. § 103(a) as 

-ochhead in view of the Handbook in further view of u S 
Paten, No. 5,980.939 to Kim a, a( fKim"). See omcMAcBon mailed s ^ mber „ 
2003. Pages 8-3. This reaction ^respectfully traversed. 

As explained abo^ Applets maintain that the oombination of Loohhead 

a prima facia oase of obviousness against an/ of 
the pending daims. Kim does no< cure the deficiencies of Loohhead and the 
Handbook. Acting,,,, ^ )plioanis request withdrawal of tte 35 U S C 

§ 103(a) reject of Ctoj 31-36 over Loohhead in „ew ofthe Handbook in further 
view of Kim. 
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! CQNCLUSinu 

From the foregoing, further and favorable consideration in the form of a Notice 
of Allowance is respectfully requested and earnestly solicited. 

in the event that there are any questions renting to this response or the 
application in general, * would b^ grea % appreciated if the Examiner would 
telephone the undersold attorney concerning such questions so that prosecu.cn 
of this application may be expedited. 1 



Respectfully submitted, 

Burns, Doane, Swecker & Mathis, LLP. 



P.O. Box 1404 
Alexandria, Virginia 22313 
(703) 836-6620 

Da te: March 29. ?nn4 




' M. Dunston 
Registration No. 51,147 



1404 
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REMARKS 

wng. reexamination and further and favorable 

application in light of the following remarks, pursuant 
CF.R. § 1.112, are respectfully requested. 



subject 



Status 

Appfart* Requek for CpnHn.eC Ej(amlna(ion ^ has ^ ^ 
and A pp, ic an b . submissj „ n dated Ju[y ^ 2003 ^ ^ ^ ^ 

Acffon mailed September 29, 2003, Page 2. 

As is ocw* refle=ted in «he Office Action Sun™* Claims , 18 and 20 . 92 
are pending. c, aims 5-7, fo, 4^6. 49. and 9, have been wKhd™ ^ 

^18. 20- 29 . 47, 4 8 , 50-90. and 92 stand rejectet) 



consideration. Claims 1-4 



Summary of Supplemottf ,| Amendm^t 



Supplemental 



The instant 
Amendment and Reply filed 
Amendment and Reply, Claims 
of protection to which Applicants 
throughout the Specification 
may be found throughout the 
Paragraphs 0013 and 0026. 



Amendment and Reply assumes entry of the 
March 29, 2004. By the foregoing Suppfemental 
93!and 94 have been added to round out the scope 
ate entitled. Support for Claim 93 may be found 
and at least at original Ciaim 1 . Support for Claim 94 
Specification and at least at oHginal claim 1 and 
Accordingly, no new matter has been added. 
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CONCLUSIflM 

Fro. the fore 9 oi j g , further and favoraoie cons^ in the for, of a Notice 
of Allowance is respectfuliy requested and earnestly solicited. 

in the event that t ,ere are any questions renting to this Supp lern enta, 
A«^^^ 

' the Examiner wouid tel, .phone the undersized attorney concerning such 
qu 6S t,ons so that proton of tols a pp flcation may be 



Respectfully submitted 

BURNS, DOANE, SWECKER & MATHIS, L.L.P. 



By: 



P.O. Box 1404 
Alexandria. Virginia 22313 
(703) 836-6620 

Date: June 22. 70cui 




Registration No. 61,147 



1404 
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